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Research” (November 1999)
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Protection of R&D results by IPR promotes
innovation

e Appropriability
¢ Incentive of R&D

* As for academic research promoted by the
incentive of paper publication, protection of
research results by IPR assures the incentive
for private sectors to invest on its
development.

Typical problems caused by IPR

* Tragedy of anticommons (Heller and
Eisenberg)

* Blocking patent

* Too much transaction cost
* Too much licensing fee

* Too much cost for lawsuit

A proper balancing of public domain and
exclusive rights is essential.

* In order to make a “sustainable innovation
system”, while we adopt IPR system to provide
appropriability of R&D results to front-runners,
it is necessary to promote downstream R&D
by facilitating access to upstream results.

How can we properly balance public
domain and exclusive rights?

* Parameter:
1. Guideline of “public order or morality”
2. Guideline of patent examination
3. Exclusion from the effect of rights
4. Guideline of compulsory license
5. Operational rules

» Searching the optimum conditions
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Gene patenting

* Invention or discovery
* Compounds that have been isolated and refined from
the natural state by human intervention are considered
to be "inventions" and eligible for patentable subject
matter.

Patent to compound (that is, “product patent”)

Matured mRNA * Requirements for patentability
J J * Novelty
* Non-obviousness
* Utility
/aB/J @ * Description requirements for specification
- Enablement
Protein A Protein B - Support
- Written Description
PR . .
Expressed Sequence Tags Trilateral comparative étud’}( on biotechnology
patent practices” (1999)
Genomic DNA i o . .
‘ = = - A mere DNA fragment w:t.hout lr\drcatton of a function or specific asserted
utility is not a patentable invention.
\ « A DNA fragment, of which specific utility, e.g. use as a probe to diagnose a
mRNA A A N ' N >
specific disease, is disclosed, is a patentable invention as long as there is
no other reasons for rejection.
« A DNA fragment showing no unexpected effect, obtained by conventional
ESTs method, which is assumed to be part of a certain structural gene based

on its high homology with a known DNA encoding protein with a known
function, is not a patentable invention.

* The mere fact that DNA fragments are derived from the same source is

not sufficient to meet the requirement for unity of invention.
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Is it possible to avoid the “tragedy of
anticommons”?

* When many persons hold the rights necessary to use a
particular technology, it will become difficult for anybody to
use the whole of the technology. Michael Heller and Rebecca
Eisenberg called this the “tragedy of anticommons.”

= If it becomes active to patent research results created at
universities, the risk of creating the “tragedy of anticommons'
will increase.

* Possible solutions-—- Patent Pooling, IPR Clearinghouse or
Research Tool Consortium.

”

Integrated management of patents

* Patent pooling: MPEG-LA
* Patent platform: 3G

e Patent clearinghouse

* Open Source

¢« Commons

If basic research tool patents for life sciences are
gathered under a single organization, it would help
facilitate R&D activities both at universities and private-
sector companies.

Patent Pooling (MPEG-LA)

j Realy } [

Company A Company B Company C Company D
Sublicensing essential (Licensor)
patents (EPs)

MPEG-LA

Non-exclusive,
Royalty Non-Discriminatory
Licensing
L1 L2 L3 L4 L5 (Licensee)

(Ozaki and Kato, Chizai-Kanri vol.48, pp.329-337, 1998)

MPEG-2/\FhT—)L

Moving Picture Expert group-2
(EREHEICET 5 OMEE)

1994118 MPEG-2REMNERIZHE

MPEG Licensing Administrator, LLC(MPEG-LA) A%, 1996
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Patent Pool: Golden Rice
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Patent Clearinghouse

@ Request of license
————————— H
® Licensing

@ Report of licensing
Return of royalty income

Patent B

Patent C

Collected Patents

Press Release of MPEG-LA
April 8th, 2010

* MPEG LA, LLC, world leader in alternative one-stop patent
licenses, today announced a market-based initiative for a
cliagnostic genetics patent licensing facility that addresses the
market’s need for nonexclusive access ta patents for
diagnostic genetics tests leading to personalized medical
solutions that save lives and reduce healthcare costs.

* By providing the public with wide access to tests that rely on
the availability of these patent rights, MPEG LA's licensing
supermarket will afford patent owners — including those who
currently restrict access or refrain from licensing — a new and
financially attractive, low risk opportunity to make diagnostic
patent rights available to a wider market through broader,
more inclusive tests.
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